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DETAILED ACTION 

This Action is in response to Amendment for Application Number 09/810,625 

received on 1 5 November 2004. 

Claims 1-55 are presented for examination. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 
102 that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

Claims 1-10, 14-44, 54, and 55 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Sonnenreich (U.S. Patent Number 5,974,446). 

1 . Regarding claim 1 , Sonnenreich discloses a computer implemented 
method of sharing information among members of a group, the method 
comprising: 

storing information about all current members of a group (Sonnenreich, 
col. 6, lines 60-67); 

receiving instructions from at least one current member to invite at least 

one 

prospective member to join the group (Sonnenreich, col. 4, lines 25-30, 
Sonnenreich teaches a member being able to send an instruction to send a 
message to a user that is not part of the system); 
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sending an invitation to the prospective member to join the group 
(Sonnenreich, col. 4, lines 25-30); 

receiving an affirmative response from the prospective member 
(Sonnenreich, col. 4, lines 35-45); 

adding the prospective member to of the group as a new member 
(Sonnenreich, col. 4, lines 17-25); and 

automatically updating services to current members to account for the new 
member (Sonnenreich, col. 4, lines 18-25). 

2. Regarding claim 2, Sonnenreich discloses the limitations, substantially as 
claimed, as described in claim 1 , including wherein sending the invitation 
comprising using an e-mail message (Sonnenreich, col. 4, lines 30-35). 

3. Regarding claim 3, Sonnenreich discloses the limitations, substantially as 
claimed, as described in claim 1 , including wherein sending the invitation 
comprises using an instant message (Sonnenreich, col. 4, lines 35-41). 

4. Regarding claim 4, Sonnenreich discloses the limitations, substantially as 
claimed, as described in claim 1, including wherein sending the invitation 
comprises using an on-line chat room (Sonnenreich, col. 4, lines 3-10). 

5. Regarding claim 5, Sonnenreich discloses the limitations, substantially as 
claimed, as described in claim 1 , including wherein receiving the affirmative 
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response comprises receiving the response as an e-mail message (Sonnenreich, 
col. 4, lines 30-35, Sonnenreich teaches the use of email). 

6. Regarding claim 6, Sonnenreich discloses the limitations, substantially as 
claimed, as described in claim 1 , including wherein receiving the affirmative 
response comprises receiving the response as an instant message 
(Sonnenreich, col. 4, lines 35-41), 

7. Regarding claim 7, Sonnenreich discloses the limitations, substantially as 
claimed, as described in claim 1, including wherein receiving the response 
comprises receiving the response in an on-line chat room (Sonnenreich, col. 4, 
lines 3-10). 

8. Regarding claim 8, Sonnenreich discloses the limitations, substantially as 
claimed, as described in claim 1, including wherein automatically updating 
services comprises providing a list of current members that includes the new 
member (Sonnenreich, col. 4, lines 18-25). 

9. Regarding claim 9, Sonnenreich discloses the limitations, substantially as 
claimed, as described in claim 1, including wherein automatically updating 
services comprises providing information in an address book that includes 
address information for the new member (Sonnenreich, col. 4, lines 30-35, 
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Sonnenreich teaches sending email messages to users, inherently meaning that 
the chat room includes an address book). 

10. Regarding claim 10, Sonnenreich discloses the limitations, substantially as 
claimed, as described in claim 9, including updating the address book based 
upon information entered by the current members of the group (Sonnenreich, col. 
4, lines 18-25). 

1 1 . Regarding claim 14, Sonnenreich discloses the limitations substantially as 
claimed as described in claim 1, including wherein automatically updating 
services comprises providing an on-line forum for current members of the group 
to chat with other current members of the group including the new member 
(Sonnenreich, col. 4, lines 1-10). 

12. Regarding claim 15, Sonnenreich discloses the limitations substantially as 
claimed as described in claim 1, including wherein automatically updating 
services comprises enabling current members of the group to send instant 
messages to other current members of the group including the new member 
(Sonnenreich, col. 4, lines 35-40). 

13. Regarding claims 16-21 , Sonnenreich discloses the limitations 
substantially as claimed as described in claim 1 , including wherein members of 
the group can share data files with each other, wherein the data files include 
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multimedia (Sonnenreich, col. 4, lines 44-50) and text files (Sonnenreich, col. 4, 
lines 1-10, 25-44). 

14. Regarding claim 22, Sonnenreich discloses the limitations substantially as 
claimed as described in claim 1 , including offering new services based upon the 
current members of the group including the new member (Sonnenreich, col. 4, 
lines 18-25, Sonnenreich teaches the a list containing the members currently 
online and in the group). 

15. Regarding claim 23, Sonnenreich discloses the limitations substantially as 
claimed as described in claim 1 , including wherein automatically updating 
services comprises providing information in an instant messaging buddy list that 
includes information for the new member (Sonnenreich, col. 4, lines 18-25, 
Sonnenreich teaches the a list containing the members currently online and in 
the group). 

16. Regarding claim 24, Sonnenreich discloses a communication system for 
sharing information among members of a group including providing updated 
services to current members including new members and also the server 
processing information about the current members of the group who are online 
and displays a list of their names (Sonnenreich, col. 4, lines 18-30) allowing them 
to communicate with the group administrator (server) to deliver and exchange 
information (Sonnenreich, col. 4, lines 25-46), wherein in response to an 
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affirmative response to an invitation to a prospective member to join the group, 
the group information updater is instructed by the group communicator to add the 
prospective member of the group (Sonnenreich, col, 4, lines 25-45), 

17. Regarding claim 25, Sonnenreich discloses the limitations substantially as 
claimed as described in claim 24, including wherein the group administrator 
further comprises: 

a group member profile server for updating data related to current 
members including the new member (Sonnenreich, col. 4, lines 18-25); and 

a database connected to the group member profile server for storing data 
related to current members including the new member (Sonnenreich, col. 5, lines 
45-57). 

18. Regarding claim 26, Sonnenreich discloses the limitations substantially as 
claimed as described in claim 24, including wherein the group communicator 
further 

comprises: 

an instant message host in communication with a client system 
(Sonnenreich, col. 4, lines 35-45); and 

a login server in communication with a client system and the instant 
message host for determining whether the client is authorized to access the 
instant message host (Sonnenreich, col. 6, lines 60-67). 
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19. Regarding claim 27, Sonnenreich discloses the limitations substantially as 
claimed as described in claim 26, including wherein the instant message host 
further 
comprises: 

an instant message server for sending and receiving data (Sonnenreich, 
col. 4, lines 35-45); and 

a domain server cooperating with the instant message server for providing 
supporting functions of the instant message host (Sonnenreich, col. 4, lines 35- 
45). 



20. Regarding claim 28, Sonnenreich discloses the limitations substantially as 
claimed as described in claim 27, including wherein the instant message host 
further 

comprises a routing gateway connected to the instant message server 
(Sonnenreich, col. 4, lines 35-45). 



21 . Regarding claims 29-33, Sonnenreich discloses the limitations 
substantially as claimed as described in claim 24, including a login server 
providing a graphical user interface for members of the system. Clients must 
provide personal identification and information to gain access and start 
exchanging information (Sonnenreich, col. 6, lines 25-67), 
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22. Regarding claim 34, Sonnenreich discloses a graphical user interface for 
inviting a prospective member of a group to join the group, the graphical user 
interface comprising: 

an invitation for the prospective member to join the group (Sonnenreich, 
col. 4, lines 25-45, Sonnenreich teaches members of the group being able to 
communicate to people that are not apart of the system); 

a name of the group (Sonnenreich, col. 3, lines 49-67, Sonnenreich 
teaching group information); 

a list of one or more current members of the group (Sonnenreich, col. 3, 
lines 50-60); and 

a tool for the prospective member to respond to the invitation 
(Sonnenreich, col, 4, lines 18-45). 

23. Regarding claim 35, Sonnenreich discloses a computer program, stored 
on a computer readable medium, comprising instructions for: 

storing information about more than one current member of a group in a 
database (Sonnenreich, col. 4, lines 15-25, col. 5, lines 45-52); 

receiving instructions from at least one current member to invite at least 

one 

prospective member to join the group (Sonnenreich, col. 4, lines 25-45, 
Sonnenreich teaches users being able to contact people not using the system); 
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sending an invitation to the prospective member to join the group 
(Sonnenreich, col. 4, lines 25-45, Sonnenreich teaches users being able to 
contact people not using the system); 

receiving a response from the prospective member (Sonnenreich, col. 4, 
lines 25-45, Sonnenreich teaches users being able to contact people not using 
the system through email or instant message);; 

adding the prospective member to the group as a new member based 
upon receipt of an affirmative response (Sonnenreich, col. 4, lines 15-25); and 
automatically updating services to current members to account for the new 
member (Sonnenreich, col. 4, lines 15-25), 

24. Regarding claim 36, Sonnenreich discloses the limitations substantially as 
claimed as described in claim 35, including wherein the computer readable 
medium is a disc (Sonnenreich, col. 8, lines 14-16). 

25. Regarding claim 37, Sonnenreich discloses the limitations substantially as 
claimed as described in claim 35, including wherein the computer readable 
medium is a client device (Sonnenreich, col. 8, lines 14-16). 

26. Regarding claim 38, Sonnenreich discloses the limitations substantially as 
claimed as described in claim 35, including wherein the computer readable 
medium is a host device (Sonnenreich, col. 5, lines 45-52). 
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27. Regarding claim 39, Sonnenreich discloses the limitations substantially as 
claimed as described in claim 35, including wherein the computer readable 
medium is a propagated signal (Sonnenreich, col. 8, lines 20-30). 

28. Regarding claim 40, Sonnenreich discloses the limitations substantially as 
claimed as described in claim 1 , including wherein the current members of the 
group comprise members of a family (Sonnenreich, col. 4, lines 15-25, 
Sonnenreich teaches a list of the current members of the group, wherein it is 
inherent that the list includes members of a family if members of a family are 
online and part of the group). 

29. Regarding claim 41 , Sonnenreich discloses the limitations substantially as 
claimed as described in claim 1, including wherein the prospective member 
comprises a relative of a current member of the group (Sonnenreich, col. 4, lines 
15-25, Sonnenreich teaches a list of the current members of the group, wherein it 
is inherent that the list includes relatives if relatives are online and part of the 
group). 

30. Regarding claim 42, Sonnenreich discloses the limitations substantially as 
claimed as described in claim 1, including in which storing information about all 
members of a group comprises storing information about all members of a 
private group (Sonnenreich, col. 3, lines 50-53). 
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31 . Regarding claim 43, Sonnenreich discloses the limitations substantially as 
claimed as described in claim 1 , including in which storing information about all 
members of a group comprises storing information about all members of a public 
group (Sonnenreich, col. 3, lines 55-67). 

32. Regarding claim 44, Sonnenreich discloses the limitations substantially as 
claimed as described in claim 1, including wherein the invitation comprises a 
personalized message to the prospective member (Sonnenreich, col. 4, lines 35- 
45). 

33. Regarding claim 54, Sonnenreich discloses the limitations substantially as 
claimed as described in claim 1 , including providing a notification of the response 
to one or more current members (Sonnenreich, col. 4, lines 18-25, Sonnenreich 
teaches the list staying current). 

34. Regarding claim 55, Sonnenreich discloses the limitations substantially as 
claimed as described in claim 1, including treating the new member as a current 
member (Sonnenreich, col. 4, lines 18-25, Sonnenreich teaches the list staying 
current, wherein the new member becomes part of the list). 

Claim Rejections - 35 (JSC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 11-13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sonnenreich in view of obviousness. 

35. Regarding claims 11-13, Sonnenreich discloses the limitations 
substantially as claimed as described in claim 1 , including wherein groups that 
represent classes have additional features such as lectures, assignments and 
online discussion sessions (Sonnenreich, col. 2, last paragraph, col. 6, tines 10- 
15) and wherein group members contribute information to the populate the topic 
information database (Sonnenreich, col. 5, lines 45-50). Sonnenreich also 
discloses being able to send messages through instant message or email, which 
can be used to invite members into the group. However, Sonnenreich does not 
explicitly state providing information entered by group members and recorded in 
a calendar. However, it would have been obvious to one having ordinary skill in 
the art at the time of the invention to incorporate a calendar into Sonnenreich for 
the benefit of group members to keep track of online discussion sessions, 
lectures and assignments. 

Claims 45-53 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sonnenreich in view of Simonoff (U.S. Patent Number 5,974,446). 
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36. Regarding claims 45-53, Sonnenreich discloses the limitations 
substantially as claimed as described in claim 1 , including client identification 
information that permits access to selected information topics (Sonnenreich, col. 
5, lines 45-47). Sonnenreich does not explicitly state wherein a group founder 
authorizes invitations to prospective members and has the power to add and 
delete users from the group and promoting and demoting group members. 

In an analogous art, Simonoff discloses a White Board System facilitating 
collaboration between a plurality of users wherein a system administrator has 
control over the users logged in to the system which includes the ability to delete 
users from the system (Simonoff, col. 24, last paragraph). Therefore it would 
have been obvious to one having ordinary skill in the art at the time of the 
invention to incorporate having a group administrator to have control over the 
group in order for the group to be managed and the interaction between clients 
can be controlled (Simonoff, col. 6, lines 15-20). 

Response to Amendment 
Applicant's arguments and amendments filed on 15 November 2004 have been 
carefully considered but they are not deemed fully persuasive. 

Applicant's arguments with respect to claims 1-55 have been fully 
considered but they are not persuasive. Applicant's arguments include the 
failure of previously applied art to expressly disclose the teachings of "sending an 
invitation to a prospective member to join the group and adding the prospective 
member to the group as a new member based upon receipt of an affirmative 
response to the invitation" [see Applicant's Response, pages 11-16]. It is evident 
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from the mappings found in the above rejection that Sonnenreich discloses the 
teaching of groups of people with common interests. When a user logs into the 
system, he or she will see a toolbar containing a button for each group they 
belong to. All users are members of their own "private" groups. Sonnenreich 
discloses the teaching of users being able to send real time messages to people 
on the Internet that are not part of the groups. Because users have their own 
"private" groups, it is understood that in order for people to join a private group, 
they must be invited. Because Sonnenreich also provides a way of 
communication to users not part of the group, users are able to invite non- 
members to join their "private" group. The added limitation to claim 24 includes a 
group information updater. In order to join a group, the group list must be 
updated. In order for non-members of a private group to join, they must be 
invited. If non-members could just join the group without invitation, the group 
would not be "private". Further, it is clear from the numerous teachings 
(previously and currently cited) that the provision for "sending an invitation to a 
prospective member to join the group and adding the prospective member to the 
group as a new member based upon receipt of an affirmative response to the 
invitation" was widely implemented in the networking art. 

Thus, Applicant's arguments drawn toward distinction of the claimed 
invention and the prior art teachings on this point are not considered persuasive. 
It is also clear to the Examiner that Sonnenreich clearly teach the independent 
claims of the Applicant's claimed invention. 
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Applicant's arguments with respect to claims 1-55 are deemed moot in 
view of the following new grounds of rejection, necessitated by Applicant's 
amendment to the claims, which significantly affected the scope thereof. 

Furthermore, as it is Applicant's right to continue to claim as broadly as 
possible their invention, it is also the Examiner's right to continue to interpret the 
claim language as broadly as possible. It is the Examiner's position that the 
detailed functionality that allows for Applicant's invention to overcome the prior 
art used in the rejection, fails to differentiate in detail how these features are 
unique. As it is extremely well known in the networking art as already shown by 
Sonnenreich as well as other prior arts of records disclosed "private groups" are 
taught as well as other claimed features of Applicant's invention. By the rejection 
above, the applicant must submit amendments to the claims in order to 
distinguish over the prior art use in the rejection that discloses different features 
of Applicant's claimed invention. 

It is the Examiner's position that Applicant has not yet submitted claims 
drawn to limitations, which define the operation and apparatus of Applicant's 
disclosed invention in manner, which distinguishes over the prior art. 
Failure for Applicant to significantly narrow definition/scope of the claims and 
supply arguments commensurate in scope with the claims implies the Applicant 
intends broad interpretation be given to the claims. The Examiner has 
interpreted the claims with scope parallel to the Applicant in the response and 
reiterates the need for the Applicant to more clearly and distinctly define the 
claimed invention. 
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Examiner suggests Applicant to review the following new art cited with a brief 
explanation provided below. 

Jandel et al (U.S. Patent Application Publication 2004/0030787) disclosed a 
private meeting room to a client group where a chairman invites other members 
of the group to join the new private meeting group. 

Engel et al. (U.S. Patent Number 6,028,866) disclosed a system for 
communicating between groups of apparatuses by broadcasting invitations to 
apparatuses to join a group and registering communication identification which 
respond positively. 

Beuk et al. (U.S. Patent Number 5,774,673) disclosed a system for 
communicating between a dynamic group of apparatuses where an apparatus 
invites another apparatus to join in communication by sending a message. 

Conclusion 

Examiner's Note: Examiner has cited particular columns and line 
numbers in the references applied to the claims above for the convenience of the 
applicant. Although the specified citations are representative of the teachings of 
the art and are applied to specific limitations within the individual claim, other 
passages and figures may apply as well. It is respectfully requested from the 
applicant in preparing responses, to fully consider the references in entirety as 
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potentially teaching all or part of the claimed invention, as well as the context of 
the passage as taught by the prior art or disclosed by the Examiner. 

In the case of amending the claimed invention, Applicant is respectfully 
requested to indicate the portion(s) of the specification which dictate(s) the 
structure relied on for proper interpretation and also to verify and ascertain the 
metes and bounds of the claimed invention. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1 .136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to J. Bret Dennison whose telephone number is 
(571 )272-3910. The examiner can normally be reached on M-F 8:30am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, David A Wiley can be reached on (703)308-5221 . The 
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fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 




J. B. D. 

Patent Examiner 
Art Unit 2143 
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